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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/12/08 has been entered. 

Response to Arguments 

2. Applicant's arguments filed 12/12/08 have been fully considered but they are not 
persuasive. 

1 . Applicant argues that it would not be obvious that the fins extend rectilinearly at 
an angle of 5-15 degrees with respect to the longitudinal axis of the shaft. Examiner 
considers this feature to be an obvious design choice that would be considered when 
designing for ease of insertion into a prepared bone, amount of material used, bone 
purchase at the implantation site, etc. The level of ordinary skill in the art of hip 
prosthesis design and use is high, and thus the specific angle of the angled fin of 
Niederer would have been readily apparent and obvious in view of numerous design 
considerations for hip prosthesis. 

Applicant's arguments regarding the angle of Neiderer are not persuasive. 
Neiderer does not disclose an angle of about 50 degrees, as drawings are considered 
to be exemplary only; the specific angle of the angled fin is not disclosed in Neiderer. 
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One of ordinary skill would consider a smaller angle of 5-1 5 degrees, if for example, the 
amount of bone available for anchoring was decreased due to revision surgery, or for 
example to accommodate a smaller prosthesis. Further note that the arguments of 
counsel, including arguments regarding inoperability of the prior art cannot take the 
place of evidence in the record. In re Schuize, 346 F.2d 600, 602, 145 USPQ 716, 718 
(CCPA 1965). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1-2, 4-5, 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Niederer (U.S. Pat. No.: 4,359,785). 

2. Niederer discloses a hip prosthesis comprising a shaft and a femoral neck, the 
shaft having a proximal part comprising projecting fins 12 on the front and rear faces of 
the proximal part (see figs. 1-3). Each fin 12 extends from a distal end of the proximal 
part to a proximal end of the proximal part (see fig. 2) and has a steep medial flank (see 
fig. 3), each fin having a surface portion delimited by a medial edge and a lateral edge, 
the medial edge forming a borderline between the surface portion and the steep flank. 
The width of the fin increases from the distal end to the proximal end of the proximal 
part (see fig. 1), and the height of the fins decreases in a lateral direction from an edge 
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delimiting the steep flanl< (see fig. 3). The prosthesis comprises a device 2 for anchoring 
the endoprosthesis to a diaphysis. However, Niederer fails to show the angle of the 
angled fin. However, it would have been an obvious matter of design choices to have a 
fin angle of 5 to 15 degrees, since such a modification (if any) would have involved a 
mere change in size of a component. A change in size is generally recognized as being 
within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 
Examiner considers this feature to be an obvious design choice that would be 
considered when designing for ease of insertion into a prepared bone, amount of 
material used, bone purchase at the implantation site, etc. The level of ordinary skill in 
the art of hip prosthesis design and use is high, and thus the specific angle of the 
angled fin of Niederer would have been readily apparent and obvious in view of 
numerous design considerations for hip prosthesis. 

3. With respect to claims 4 and 8, Niederer fails to specify whether the height of the 
lateral edge of the fin is not greater than half the height of the medial edge (See fig. 3). 
However, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided a lateral edge fin height that is not greater than 
half the height of the medial edge, since it has been held that where the general 
conditions of a claims are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In reAller, 105 USPQ 233. 
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4. Claims 3, 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Niederer (U.S. Pat. No.: 4,359,785) in view of Tanamal et a! (U.S. Pat. No.: 
5,755,811). 

5. Niederer is explained supra. However, Niederer fails to show the height of the fin 
above the surface of the shaft increasing from the distal end to the proximal end of the 
proximal part. Tanamal teaches the use of tapered fins (see fig. 3) resulting in a 
prosthetic with improved rotational stability (col. 3 lines 32-33). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
provided the finned prosthesis as disclosed by Niederer with a taper towards the distal 
end of the prosthesis as taught by Tanamal for the purpose of facilitating easier 
insertion of the finned prosthesis. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUBA GANESAN whose telephone number is (571 )272- 
3243. The examiner can normally be reached on M-F 7-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Isabella can be reached on 571-272-4749. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IS. Q.I 

Examiner, Art Unit 3774 

/William H. Matthews/ 

Primary Examiner, Art Unit 3774 



